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record in accordance with the provisions of 37 C.F.R. § 1.97 and Section 609 of the MPEP. By 
identifying the listed documents, Applicant in no way makes any admission as to the prior art 
status of the listed documents, but is instead identifying the listed documents for the sake of full 
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Following a communication under Rule 62a EPC dated 20.05.2010, the 
applicant has with letter of 15.07.2010 requested that the search be 
limited to claims 1-25 and 27-35. 



Claim(s) completely searchable: 
1-25, 27-35 

Claim(s) not searched: 
26, 36-171 

Reason for the limitation of the search: 

Following a communication under Rule 62a EPC dated 20.05.2010, the 
applicant has with letter of 15.07.2010 requested that the search be 
limited to claims 1-25 and 27-35. 
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based on applicable laws. Copyrighted texts may not be copied or used 
in other electronic or printed publications or re-distributed without the 
express permission of the copyright holder. 



XS CPRTENFRDE 



3NSDOCID: <XS 20061 001 03CF_I_> 



United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.usplo.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 



10/589,222 05/11/2007 Joseph M. DeSimone 035052/339400 5780 



7590 06/14/2010 

W. Murray Spruill 
Alston & Bird LLP 
Bank of America Plaza 
101 South Tryon Street, Suite 4000 
Charlotte, NC 28280-4 



no 



EXAMINER 



HU, HENRYS 



ART UNIT 



PAPER NUMBER 



1796 



MAIL DATE 



06/14/2010 



DELIVERY MODE 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 



The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 
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Applicant(s) 

DESIMONE ET AL 


Examiner 
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Art Unit 
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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E3 Responsive to communication(s) filed on Election of April 12. 2010 , 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) EI Claim(s) 1-238 is/are pending in the application. 

4a) Of the above claim(s) 24-238 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-23 is/are rejected. 
7>n Claim(s) is/are objected to. 

8) EE3 Claim(s) 1-238 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) E3 The drawing(s) filed on 1 1 May 2007 is/are: a)£3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)E3 All b)Q Some * c)D None of: 

1-13 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.[><3 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 



4) □ Interview Summary (PTO-413) 
Paper No(s)/Mail Date. . 



5) 



Notice of Informal Patent Application 



6) U Other: 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 
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DETAILED ACTION 

1 . This Application 10/589,222 filing on May 1 1 , 2007 is from 371/PCT/ US2005/04421 
with a US provisional priority at February 13, 2004. Applicants have elected Claims 1-23 
(Group I) without traverse , which is in response to Restriction requirement filed on March 12, 
20 1 0. Pre- Amendment and s|x IDS' (total 1 7 pages) are filed so far. With such a pre- 
amendment, only the typographical or grammatical error on claims is corrected, while no claim 
is cancelled or added (see pages 2-3 of Remarks). Examiner accepts Applicants' ten- sheet 
Drawing with Figures 1-10 filed along with this Application (a brief description is on pages 8^ 
9). Claims 1-238 with twelve independent claims (Claims 1, 24, 34, 53, 120, 128, 139, 146, 
163, 187, 208 and 224) are now pending, while non-elected Claims 24-238 (Groups II-XII) are 
all withdrawn from consideration. An action follows. No international search report is found 
in Applicants' two papers including WO 2005/084191 A2 to DeSimone et al. and WO 
2005/030822 A2 to DeSimone et al. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



Claim Rejections - 35 USC §103 



3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonob viousness . 

4. The limitation of parent Claim 1 in present invention relates to a microfluidic device 
comprising a perfluoropoly ether (PFPE) material wherein the PFPE material is prepared from 
a liquid PFPE precursor material having a characteristic selected from the group consisting of: 



(i) a viscosity greater than about 100 centistokes (cSt), 
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(ii) a viscosity less than about 100 cSt, provided that the liquid PFPE precursor material 
having a viscosity less than 100 cSt is not a free-radically photocurable PFPE material, and 

(Hi) combinations thereof. 

See other limitations of dependent Claims 2-23. 

5. Claims 1 and 23 are rejected under 35 U.S.C. 102(b) as being anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Peterson et al. (US 6,335,224 Bl) or under 
35 U.S.C. 102(e) as being anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious 
over Peterson (US 6,956,283 Bl, which is a CIP of US 6,335,224 Bl)), Summersgill et al. (US 
2005/0255003 Al) or Chiu et al. (US 2005/0048581 Al). 

Applicant has claimed in elected parent Claim 1 an unexpected way of obtaining a 
mierofluidic device comprising a perfluoropolyether (PFPE) material. Said PFPE material 
is prepared from a liquid PFPE precursor material having a property "selected from the 
group consisting of: (i) a viscosity greater than about 100 centistokes (cSt), (ii) a viscosity 
less than about 100 cSt, provided that the liquid PFPE precursor material having a viscosity less 
than 1 00 cSt is not a free-radically photocurable PFPE material, and (iii) combinations thereof. 
According to MPEP, the scope of perfluoropolyether (PFPE) material or precursor material 
includes any material as long as it comprises PFPE polymer or PFPE unit-containing polymer. 
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6. Peterson (224), Peterson (283, the CIP case), Summersgill and Chiu each has 
disclosed a process for protecting a microelectronics device during device packaging by using a 
removable protective coating film on sensitive area. The protective coating film on such a 
device would ideally be water-insoluble, vacuum-deposited, strong, pure, inert, defect-free, dry- 
etchable and conformal (see Peterson (224) at column 5, line 7-9). The film is made from a 
parylene-like precursor vacuum deposition such as CVD or PECVD or made from a liquid PFPE 
precursor For instance, see Peterson (224) at abstract, line 1-21; column 5, line 7-22; column 8, 
line 1-12; column 11, line 7-9. The microelectronics device may be microfluidic systems such 
as used in Chemical-Lab-on-a-chip systems. See Peterson (224) at Figure 1A and column 4, 
line 55-57; also see the component 14 to be used as the protective coating in Figures IB and 1C. 
For other instance, see Summersgill for the use of Fluorolink S10, which is a di-triethoxysilane 
based on a linear perfluoropolyether backbone. See paragraph 0089; particularly see line 3 for 
microfluidic channel walls and line 10-13 for Fluorolink SI 0. See Chiu for the use of liquid 
perfluoropolyether (PFPE) or its precursors at paragraph 0023; see the application as microfluidic 
channel at paragraphs 0021-0022. 

7. Regarding "liquid state" processing, some viscosity is always required when liquid state 
processing is used. Therefore, Petersons, Summersgill and Chiu each is only silent about using 
liquid PFPE material or precursor material carrying the specific viscosity being higher than 1 00 
cSt or being lower than 100 cSt. 
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8. In light of the fact that the prior art and the present invention recite substantially identical 
liquid PFPE material or precursor material as well as the purpose to make a protective coating 
film by liquid state processing, a reasonable basis exists to believe that such a liquid PFPE 
material or precursor material used by Petersons, Summersgill and Chiu inherently possess the 
same or at least similar viscosity property. Since PTO does not have proper means to conduct 
experiments, the burden of proof is now shifted to Applicants to show otherwise. In re Best, 195 
USPQ 430 (CCPA 1977). 

It has been held that where applicant claims a composition in terms of function, property 
or characteristic where said ftmction is not explicitly shown by the reference and where 
the examiner has explained why the function, property or characteristic is considered 
inherent in the prior art, it is appropriate for the examiner to make a rejection under both 
the applicable section of 35 USC 102 and 35 USC 103 such that the burden is placed 
upon the applicant to provide clear evidence that the respective compositions do in fact 
differ. In re Best, 195 USPQ 430, 433 (CCPA 1977); In re Fitzgerald et aL, 205 USPQ 
594, 596 (CCPA 1980). 

9. Dependent Claim 23 relates to the light transparency of PFPE material, the issue of 
inherent property is thereby applied for rejecting Claim 23. 

10. Claims 2-14 and 19-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Peterson et al. (US 6,335,224 Bl), Peterson (US 6,956,283 Bl), Summersgill et al. (US 
2005/0255003 Al) and Chiu et al. (US 2005/0048581 Al) in combination or alone, in view of 
DeSimone et al. (US 2006/0083971 Al with a US provisional priority at January 23, 2004). 



The discussion of the disclosures of the prior art of Petersons Summersgill and Chiu for 
Claims 1 and 23 of this office action is incorporated here by reference. Regarding Claims 2-14 
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and 19-22, Peterson (224), Peterson (283), Summersgill and Chiu in combination or alone is 
silent about two things including: (A) using the fixnctionalized PFPE precursor as disclosed in 
Claims 2-14 and 19-22, and (B) the motivation to do so. DeSimone (971) along with the 
references cited therein can teach such two subject matters. 

1 1 . For one instance, in the course of using liquid materials for making electrochemical cells 
such as microfluidic electrochemical cell, a liquid type photocurable perfluoropoly ether (PFPE) 
as precursor material can be used. By doing so, the advantage is that such a liquid process is 
processable and convenient. See title; abstract; paragraphs 0001-0007. Also see the use of 
many varieties of PFPE precursors throughout the specification. 

12. With such an advantage, the skilled artisan would make the obvious connection to apply 
such two subject matters as described by DeSimone into Petersons, Summersgill and Chiu's 
microfluidic device. 

13. Claims 15-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Peterson 
et al. (US 6,335,224 Bl), Peterson (US 6,956,283 Bl), Summersgill et al. (US 2005/0255003 
Al) and Chiu et al. (US 2005/0048581 Al) in combination or alone, in view of two references 
including Weers et al. (US 6,204,296 Bl) and Linert et al. (US 6,737,489 B2). 

The discussion of the disclosures of the prior art of Petersons Summersgill and Chiu for 
Claims 1 and 23 of this office action is incorporated here by reference. Regarding Claims 15- 
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18, Peterson (224), Peterson (283), Summersgill and Chili in combination or alone is silent 
about two things including: (A) using a two-component PFPE precursor system, which 
comprises a mixture of two functionaljzed PFPE components blended in a stoichiometric ratio, 
and (B) the motivation to do so. Two references including Weers and Linert in combination 
can teach such two subject matters. 

14. For one instance, Weers teaches that PFEB (perfluoropolyether bromide, which is 
falling in the same scope of "functionalized" PFPE) can be particularly used together with 
regular liquid PFPE or its precursor. By doing so, the advantage is to better stabilize 
fluorocarbon emulsion (column 13, line 43-49). For the other instance, Linert also teaches 
that a fluorochemical composition may comprise a linear PFPE-containing polymer with other 
fluoropolymer (see paragraphs 0027-0034 and 0036-0037; particularly see paragraph 0029, line 
10-11). By doing so, the advantage is that such a composition can be very useful for rendering 
a fibrous substrate oil and/water repellent (abstract, line 1-10). 

15. With such an advantage, the skilled artisan would make the obvious connection to apply 
such two subject matters as described by Weers and Linert into Petersons, Summersgill and 
Chiu's microfluidic device. 

Conclusion 

16. Any inquiry concerning this communication or earlier communication from the examiner 
should be directed to Dr. Henry S. Hu whose telephone number is (51 V) 272-1103 . The 
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examiner can be reached on Monday through Friday from 9:00 AM -5:00 PM. If attempts to 

reach the examiner by telephone are unsuccessful, the examiner's supervisor, Dr. Vasu 

Jagannathan, can be reached on (571) 272-1 1 19. The fax number for the organization where 

this application or proceeding is assigned is (571) 273-8300 for all regular communications. 

Information regarding the status of an application may be obtained from the Patent Application. 

Information Retrieval (PAIR) system. Status information for published applications may be 

obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see <http ://pair-direct.uspto.gov> . Should you have questions on access to the Private 

PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Peter D. Mulcahy/ 

Primary Examiner, Art Unit 1 796 

/Henry S. Hu/ 
Examiner, Art Unit 1796 

June 11,2010 



